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Opi nion by Chapman, Adm nistrative Trademark Judge:

On March 22, 1995 ChenRex Inc. (a Del aware
corporation) filed an application to register on the
Princi pal Register the mark SONOWALL for goods ultimtely

identified as “priners for interior and exterior surface
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preparations; protective coatings in the nature of
interior and exterior paints; elastonmeric coatings for
interior and exterior surfaces; elastonmeric finishes for
interior and exterior surfaces; and stucco base coating
for walls.” The application is based on applicant’s
claimed date of first use and first use in conmmerce of
October 17, 1994.°

Panel fold, Inc. (a Florida corporation) has opposed
registration, alleging that opposer manufactures,
di stributes and sells building products including folding
and nmovable walls and wall partitions; that since |ong
prior to applicant’s clainmed first use date, opposer has
continuously used the mark SONI CWAL for folding and
novabl e walls and wall partitions; that opposer owns
Regi stration No. 805,430 for the mark SONI CWAL? f or
“folding wall partitions”; and that applicant’s mark,

when used on its goods, so resenbl es opposer’s previously

Y'I'n the application, applicant claimed ownership of
Regi strati on No. 416,974 issued Cctober 9, 1945 (second renewal -
20 years), for the mark shown bel ow

SONOLASTIC

for “ready m xed paints”; and Registration No. 1,691,077 issued
June 9, 1992 (cancell ed under Section 8 in 1998) for the mark
SONOPRI ME for “epoxy/ pol yam de prinmer for use on concrete.”

2 Regi stration No. 805,430, issued March 15, 1966, Section 8
affidavit accepted, Section 15 affidavit acknow edged, renewed
(20 years). The clainmed date of first use and first use in
commerce is May 6, 1965.
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used and registered trademark as to be |likely to cause
confusion, m stake, or deception.

Applicant, in its answer, denied the salient
al l egations of the notice of opposition.

The record consists of the pleadings; the file of
t he opposed application; several notices of reliance
filed by each party; and the testinmony, with exhibits, of
applicant’s product manager, Rick Van Garven. Certain
matt er has been excluded fromthe record as expl ai ned
bel ow. ®

Both parties filed briefs on the case.* An oral
heari ng was not requested.

Evi dentiary Matters

Before considering the nerits of this case, we wll
deci de both parties’ pending notions to strike evidence.?®

Specifically, opposer has filed a notion to strike two of

3 I'n opposer’s amended notice of reliance (filed July 17, 2000),
opposer submtted applicant’s answer to revised interrogatory
No. 5 under seal because the information was desi gnated
“confidential” by applicant. However, applicant |later submtted
a copy of this “confidential” answer as part of applicant’s
brief in opposition to opposer’s notion to strike, and applicant
did not submt sane under seal. Nonetheless, the Board has not
di scussed the specific matter contained in applicant’s answer to
opposer’s revised interrogatory No. 5 in this decision.

* Opposer’s notion (filed COctober 11, 2001) and applicant’s
notion (filed Novenber 30, 2001) to extend the time to file
briefs and remaining briefs, respectively, are both granted.

> The two notions to strike have been fully briefed by the
parties. (Opposer’s consented notion, filed Septenber 24, 2001,
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applicant’s June 20, 2001 notices of reliance on (i) sone
of applicant’s answers to opposer’s interrogatories, and
(ii) applicant’s trademark regi strations; and applicant
filed a notion to strike opposer’s August 13, 2001
rebuttal notice of reliance on applicant’s answer to
opposer’s revised interrogatory No. 9.

Turning first to opposer’s notion to strike
applicant’s notice of reliance on sonme of applicant’s own
answers to opposer’s interrogatories, opposer contends
that applicant’s
reliance on its own answers to opposer’s revised
interrogatory Nos. 8, 11, 14 and 15 is inproper under
Trademark Rule 2.120(j)(5) because these answers do not
relate to the topics raised in the selected interrogatory
answers opposer put into the record by way of its notice
of reliance on applicant’s answers to opposer’s revived
interrogatory Nos. 4-6, 10, 13 and 16; and that applicant
has not shown how its answers to opposer’s revised
interrogatory Nos. 8, 11, 14 and 16 should in fairness be
considered so as to make not m sl eadi ng what was
subm tted by opposer.

Appl i cant contends that its responses to

interrogatory Nos. 8 and 11 regardi ng actual confusion

to extend its time to respond to applicant’s notion to strike is
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relate to opposer’s reliance on certain of applicant’s
answers regardi ng trade channels, and marketing and

di stribution of these goods; that No. 14 relates directly
to No. 13 as is stated in the interrogatory itself; and
that No. 15 is an explanation of applicant’s business and
its products which relates directly to No. 16 inquiring
about whet her applicant’s mark appears on any products
sold in the building, interior space and construction

i ndustries.

After careful review of the involved interrogatories
and the argunents of both parties, we conclude that
applicant’s reliance on its answers to opposer’s revised
interrogatory Nos. 8, 11, 14 and 15 is proper under
Trademark Rule 2.120(j)(5). Applicant’s reliance on its
answers to opposer’s interrogatories regardi ng know edge
of opposer and actual confusion (Nos. 8 and 11) relate
directly to opposer’s reliance on its interrogatories
about trade channels and distribution systenms (opposer’s
interrogatory Nos. 4-6). That is, if a plaintiff is
attenmpting to show that trade channels overlap, the
defendant is allowed in fairness and so as to make not
m sl eadi ng what was relied on by the plaintiff to show

that there has nonet hel ess been no actual confusion.

granted.)
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Opposer’s interrogatory No. 14 begins with the
prefatory statenment “if the response to Interrogatory No
13, above is other than an unqualified negative...,” and
we find this unquestionably relates in fairness to
applicant’s answer to interrogatory No. 13 which was
previously relied on by opposer.

Applicant’s reliance on its answer to opposer’s
interrogatory No. 15 regarding the nature of applicant’s
busi ness and the nature of its products also clearly
relates in fairness to applicant’s answer to opposer’s
interrogatory No. 16 which asked whether applicant’s mark
appeared on products sold in the building, interior and
construction businesses.

Accordingly, opposer’s notion to strike applicant’s
notice of reliance on applicant’s answers to opposer’s
revised interrogatory Nos. 8, 11, 14 and 15 is deni ed.

Turning to the second portion of opposer’s notion to
stri ke, opposer seeks to strike applicant’s notice of
reliance on certified status and title copies of nineteen
of applicant’s trademark registrations (exhibits 22-40),
and portions of M. Van Garven's testinony, with exhibits
1-12 (see opposer’s brief, p. 2). Opposer contends that
it specifically sought this information in discovery

(opposer’s revised interrogatory No. 9), but it was not
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produced and in fact, applicant stated it was not aware
of any such relevant marks; that opposer objected to this
i ne of questioning of applicant’s witness, Rick Van
Garven; and that applicant willfully w thheld information
depriving opposer of legitimate trial preparation.
Appl i cant contends that in its answer to opposer’s
revised interrogatory No. 9, applicant objected to the
guestion but stated to the extent it understands the
interrogatory there are no such marks; that opposer never
actively sought clarification of applicant’s answer; that
applicant m sunderstood interrogatory No. 9 to relate
only to third-party marks and registrations; that
applicant’s answer to interrogatory No. 7(b) regarding
the selection of applicant’s mark, referred to five other
mar ks owned by applicant, all comencing with “SONO, "~
putting opposer on notice both that applicant would claim
a famly of marks, and that the two parties’
interpretations of opposer’s interrogatory No. 9 were
different, requiring foll owup by opposer; that opposer
never took any action to follow up on this information
that there is no prejudice to opposer; and that applicant
acted in good faith by later providing a suppl enental
response to interrogatory No. 9, referencing its nineteen

regi strations.
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Opposer’s revised interrogatories were served on
applicant on April 5, 2000, and interrogatory No. 9
reads, in part, as follows:

| dentify each mark, trade nanme or other
desi gnati on, and each registration,

rel evant to opposer’s asserted rights
in Opposer’s mark, Opposer’s clains
herein, and/or Applicant’s defense to
Oppoger’s clainms herein, and for each:

Applicant’s answer thereto reads in its entirety as
foll ows”

Appl i cant objects to the preanble of

I nterrogatory No. 9 as vague,

i ndefinite and i nconprehensi bl e,
however to the extent that Applicant
understands Interrogatory 9, Applicant
is not aware of any mark, trade nane
or other designation, or registration
that is relevant to Opposer’s asserted
rights in Opposer’s mark, Opposer’s
claims herein, and/or Applicant’s

def ense to Opposer’s clains herein.

During applicant’s testinony period, on Cctober 6,
2000, applicant took the testinony of its product
manager, Rick Van Garven, and when he was questioned
about various brochures and technical data gui des show ng

mar ks ot her than SONOWALL used by applicant, opposer

® Opposer had previously served (on March 14, 1997) requests for
docunents including all docunments which are responsive to
opposer’s interrogatories.

" MApplicant’s answers to opposer’s revised interrogatories carry
a date of May 5, 2000, and are signed as to objections by
applicant’s attorney; but the answers are not signed (under
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obj ected thereto as having been asked for in discovery
but not provided to opposer; and also as irrel evant
because applicant had stated there were no such rel evant
mar ks. Opposer specifically noved that this portion of
the witness’ testinmony as well as exhibits 1-12 be
stricken. (Dep., p. 23.) Subsequent thereto, on Cctober
31, 2000 applicant served on opposer a suppl enent al
response to revised interrogatory No. 9 stating that in
light of the clarification of the neaning of the
interrogatory ascertained at the Van Garven testinony
deposition (i.e., the interrogatory did not refer only to
third-party marks and registrations), applicant
identified its nineteen registrations, and answered the
subparts of the interrogatory with respect thereto. On
June 20, 2001 applicant filed its notice of reliance on
certified status and title copies of its nineteen
registrations, resulting in opposer’s notion to strike
sane.

Opposer’s revised interrogatory No. 9 is not vague
and i nconprehensi ble, and there is sinply no reference in
the question limting the scope thereof to only third-
party marks and registrations. Applicant answered

clearly stating there were no marks or registrations

oath) by applicant, and the certificate of service on opposer’s
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rel evant to opposer’s clainms or applicant’s defense of
this case. Applicant’s actions during the discovery
phase of this case would | ead any reasonabl e person to
beli eve that applicant was not relying on any other marks
in this case, either of its own or those of third
parties. |If applicant intended to assert a “famly” of
mar ks (the substance of same will be discussed |ater
herein), at a m ni num applicant should have answered
interrogatory No. 9 by referencing its own marks.
Applicant’s reference to sone of its other marks in
answering a different interrogatory regarding the
selection and creation of its involved mark is sinply not
notice to opposer that applicant is claimng a “famly”
of marks.

Applicant’s argunent that opposer was obligated to
follow up on applicant’s answer is disingenuous because
applicant’s answer was clearly that there were no such
marks. It is unfair and prejudicial to opposer for
applicant to assert such matters for the first tine
during applicant’s testinony period. See Winer King,
Inc. v. The Wener King Corporation, 615 F.2d 512, 204
USPQ 820, 828 (CCPA 1980). An inportant aspect of

di scovery is to enable appropriate trial preparation,

attorneys is dated April 5, 2000.

10
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i ncludi ng cross-exam nation of the adverse party’s
witness(es); and in this case, applicant’s response to
the involved interrogatory clearly stated that there were
no relevant registrations, and this would include
applicant’s own registrations. Sinply put, opposer asked
a question and applicant answered the question, and
applicant is estopped fromoffering information to the
contrary at trial. See TBMP 8527.05, and cases cited

t her ei n.

This portion of opposer’s notion to strike is
granted. Accordingly, the objected-to testinony of M.
Van Garven and testinony exhibits 1-12, and applicant’s
June 20, 2001 notice of reliance on nineteen
regi strations are hereby stricken.

Equally inmportant with regard to this testinony,
exhi bits, and notice of reliance, all relating to
applicant’s asserted “fam|ly” of marks, is the fact that
this defense is unavailable to a defendant in a Board
proceeding. See Baroid Drilling Fluids Inc. v. Sun
Drilling Products, 24 USPQ2d 1048, 1052-1053 (TTAB 1992).
That is, the only issue before the Board is whether the
mar k applicant seeks to register so resenbles opposer’s
mar k that, when used in connection with the goods at

i ssue, confusion is likely. Consequently, even if

11



Qpposition No. 103270

applicant were to denonstrate that it has established a
famly of marks characterized by the term “SONQ, " it
woul d not aid or otherwise entitle applicant to the
registration which it now seeks. Mreover, in this case,
even if the Board considered this evidence it is not
outconme determ native and woul d not change the result
her ei n.

During the Van Garven testinony, opposer made a few
ot her objections to various matters unrelated to
applicant’s asserted “fam |ly” of other marks, but opposer
did not raise these objections in its brief on the case,
and therefore they are considered waived.® See Reflange
Inc. v. R-Con International, 17 USPQ2d 1125, 1126
footnote 4 (TTAB 1990). See also, TBMP 8§8718. 04.

Turning now to applicant’s notion to strike, on
August 13, 2001, opposer filed a rebuttal notice of
reliance on applicant’s answer to opposer’s revised
interrogatory No. 9. applicant contends that this is not
proper rebuttal; and that a party should not be all owed
to introduce evidence in support of its case in chief

during rebuttal.

8 W are aware that applicant nentioned in its brief on the case
virtually all of opposer’s other objections made during M. Van
Garven’s testinony, but this cannot cure opposer’s waiver of its
remai ni ng obj ections.

12
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Because we have stricken the portions of applicant’s
case relating to its claimof a “famly” of marks, we
agree that opposer’s rebuttal notice of reliance does not
constitute proper rebuttal. Accordingly, applicant’s
motion to strike this notice of reliance is granted.?®

Finally, we point out that both parties’ briefs
contai ned objections to certain argunents and specific
statements made in the other party’'s brief. Suffice it
to say that the Board does not generally strike a
properly and tinely filed brief, or any portion thereof,
but the objections will be considered by the Board in
determ ning the case and any inproper argunments wll be
di sregarded. See TBMP 8§540.

The Parti es

Opposer, Panelfold, Inc., is in the business of
manuf acturing, distributing and selling building,
interior space and construction products; and has been
engaged in this business since October 1953. Opposer has
continuously nmarketed “folding wall partitions” under the
mar k SONI CWAL since May 6, 1965; and it sells its goods

t hrough sal es representatives, dealers and distributors

% I nasnuch as we have granted applicant’s nmotion to strike, we
do not reach applicant’s alternative requests that applicant’s
answer to opposer’s revised interrogatory No. 9 be interpreted
in a particular manner and that applicant’s notice of reliance

13
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of opposer’s products, to architects, interior designers
and decorators, engineers, building and construction
contractors, and retail stores.

One of the publications in which opposer advertises
is “Sweet’ s General Building and Renovation Catalog.” |In
t hat catal og, opposer’s product sold under the mark
SONI CWAL i s described as an “acoustical folding
partition.” (Opposer’s exhibits 4 and 5.) Opposer is
not aware of any instances of actual confusion involving
these marks for these goods.

Applicant, ChenRex Inc., has been in existence for
approxi mately 98 years, and it manufactures various
bui | di ng products (e.g., concrete patching material s,
wat er proof coatings and seal ants, curing conpounds for
concrete products) for the construction industry.
Appl i cant has several divisions, one of which is the
Sonneborn division, which itself is divided into separate
divisions. M. Van Garven testified that the Sonneborn
di vi sion of applicant would “obtain $200 mllion” in
sales for the year 2000. (Dep., p. 8.)

In applicant’s website it describes itself as “a
| eadi ng manufacturer of chem cal - based products for the

comerci al -construction and i ndustrial markets,” and “a

on its supplenental answer to the interrogatory be admtted into

14
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| eadi ng provider of concrete repair and restoration
materials and architectural wall finishes in the United
States.” Further, it explains therein that “Sonneborn
products are used in a nultitude of new construction and
renovati on projects... office buildings, manufacturing
facilities, condom niunms, apartnent buildings, hospitals,

schools,....” (Van Garven dep., pp. 50-53, and opposer’s
exhibits 7 and 8.)

Applicant uses the mark SONOWALL for a |ine of
stucco- based products, and such use comrenced in Cctober
1994. The prefix “SONO in applicant’s mark SONOWALL was
sel ected based on the history of the “Sonneborn” division
name and its reputation for waterproofing experience®;
and “WALL” was selected as the suffix because all of the
products in the SONOWMALL line are either applied to a
wal | or used in constructing a wall.

Applicant markets its products sold under the
SONOWALL mark primarily to distributors and architects,
who, in turn, sell the goods to construction contractors.
It advertises and markets in various ways, including in

“Sweet’s,” “Build Core,” and “First Source” publications,

and t hrough exhibiting at trade shows (such as The Honme

t he record.
19 There is nothing further in the record specifically
expl ai ni ng how “SONO" is derived from *“Sonneborn.”

15
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Bui | der Show and The World of Concrete), and by providing
pronotional flyers and other information to distributors
to assist themin pronoting applicant’s products. Sales
of applicant’s goods under the SONOMLL mar k have grown
from $37,000 in 1995 to $7.5 mllion in 2000. Applicant
spends approxi mately $30, 000 annually on advertising and
pronmoting the products sold under this mark

Applicant is not aware of any instances of actual
confusion involving these marks for these goods.
Priority

Wth regard to the issue of priority, because
opposer owns a valid and subsisting registration of its
pl eaded mark, the issue of priority does not arise. See
King Candy Co. v. Eunice King's Kitchen, Inc., 496 F.2d
1400, 182 USPQ 108, 110 (CCPA 1974); and Carl Karcher
Enterprises, Inc. v. Stars Restaurants Corp., 35 USPQ2d
1125 (TTAB 1995). Moreover, opposer’s use of the mark
SONI CWAL since May 1965 precedes applicant’s use of its
i nvol ved mark, SONOWALL, since October 1994.

Li kel i hood of Conf usi on

The only remaining issue before the Board is that of
i kel i hood of confusion. OQur determ nation of
i kel'i hood of confusion is based on an analysis of all of

the facts in evidence that are relevant to the factors

16
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bearing on the issue of |ikelihood of confusion. 1In re
E. I. du Pont de Nenours & Co., 476 F.2d 1357, 177 USPQ
563 (CCPA 1973). Based on the record before us in this
case, we find that confusion is |likely.

Turning first to a consideration of the parties’
respective goods, it is well established that the issue
of likelihood of confusion nmust be determined in |ight of
the goods set forth in the opposed application and
pl eaded registration and, in the absence of any specific
[imtations therein, on the basis of all normal and usual
channel s of trade and nethods of distribution for such
goods. See, e.g., CBS Inc. v. Mdrrrow, 708 F.2d 1579, 218
USPQ 198, 199 (Fed. Cir. 1983); Squirtco v. Tony
Corporation, 697 F.2d 1038, 216 USPQ 937 (Fed. Cir.

1983); and Paul a Payne Products Co. v. Johnson Publi shing
Co., Inc., 473 F.2d 901, 177 USPQ 76, 77 (CCPA 1973).

See al so, The Chicago Corp. v. North American Chicago
Corp., 20 USPQ2d 1715 (TTAB 1991); and In re El baum 211
USPQ 693 (TTAB 1981).

OQur primary review ng Court, the Court of Appeals
for the Federal Circuit stated the following in Octocom
Systens Inc. v. Houston Conmputers Services Inc., 918 F.2d
937, 16 USPQd 1783, 1787 (Fed. Cir. 1990):

The authority is legion that the
guestion of registrability of an

17
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applicant’s mark mnmust be deci ded on the
basis of the identification of goods
set forth in the application regardl ess
of what the record nmay reveal as to the
particul ar nature of an applicant’s
goods, the particular channels of trade
or the class of purchasers to which

sal es of the goods are directed.
(Citations onmtted.)

In addition, it is well settled that goods need not
be identical or even conpetitive to support a finding of
i kel'i hood of confusion, it being sufficient instead that
t he goods are related in some nmanner or that the
ci rcunstances surrounding their marketing are such that
they would likely be encountered by the sane persons
under circunstances that could give rise to the m staken
belief that they emanate from or are associated with the
same source. See Jean Patou Inc. v. Theon Inc., 9 F.3d
1171, 29 USPQ2d 1771, 1773 (Fed. Cir. 1993); and In re
Peebl es, Inc., 23 USPQ2d 1795 (TTAB 1992).

Wth respect to the involved goods, we note that
opposer’s pl eaded registration covers “fol ding wall
partitions”; and applicant’s identified goods are
“primers for interior and exterior surface preparations;
protective coatings in the nature of interior and
exterior paints; elastonmeric coatings for interior and

exterior surfaces; elastoneric finishes for interior and

exterior surfaces; and stucco base coating for walls.”

18
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Opposer’s goods include no linmtation as to what
opposer’s goods are made of, and/or whether the goods are
to be painted or otherwi se finished;, and applicant’s
goods are identified to include paints and priners and
surface coatings and finishes for “interior” use. Here,
opposer makes and sells interior folding wall partitions'
and applicant seeks to register its mark for, inter alia,
primers for interior and exterior surface preparations,
and protective coatings in the nature of interior and
exterior paints. It is obvious that these are not
i dentical goods, one being folding wall partitions and
t he ot her being various coatings and finishings for
interior and exterior surfaces. However, these goods are
related in the mnd of the consum ng public as paints and
primers are used to cover walls, whether the walls are
folding wall partitions or nore permanent in nature. See
Recot, Inc. v. MC. Becton, 214 F.3d 1332, 54 USPQd
1894, 1898 (Fed. Cir. 2000).

Applicant testified that its goods are intended for
use only by professionals (for exanple, painters,
wat er proofi ng contractors, plasterers) and are not

i ntended for use by the general public; that its goods

1 Wil e opposer’s identification does not include the word
“interior,” it is reasonable to assune that folding wal

19
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are not sold in retail stores; and that applicant’s
products sold under its SONOWALL mark are only for use on
the exterior of buildings, whereas opposer’s products are
for interior use.

Applicant strenuously urges that the goods are
conpletely different, opposer’s folding wall partitions
used in hotels and conference centers with soundproofing
an i nmportant characteristic, while applicant’s goods are
primers, elastomeric finishes and stucco-based coati ngs
for exterior cladding or construction of new walls in
exterior applications or “interior” spaces |ike parking
garages; that the channels of trade are different and
even though both parties’ products “may ultimtely be
directed to architects and contractors” (applicant’s
brief, p. 29), such consunmers carefully eval uate each
construction project; and that these involved goods are
purchased by sophisticated custonmers after carefu
consi derati on.

The problemwith applicant’s position is that there
are no such limtations contained in either opposer’s or
applicant’s identifications of goods. Opposer’s
identification does not restrict use to hotels and

conference centers or as to soundproofing capabilities.

partitions would, at a minimm include interior wall

20
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There is no restriction in applicant’s identification of
goods that its priners, paints, finishes, coatings and
stucco base coat for walls are sold only to architects or
construction contractors. Moreover, applicant has
clearly included the term“interior” several times inits
identification of goods, yet applicant contends that it
does not use these goods on interior roomwalls or

surf aces.

Put anot her way, applicant seeks to register the
mar k SONOWALL for goods wi thout any restrictions as to
pr of essi onal purchasers or any specific channel s of
trade; and conversely, applicant shows that even though
its identification specifically includes several
references to “interior” surfaces, it actually uses these
products only on exterior walls or surfaces.

Because there is no limting | anguage which
restricts applicant’s or opposer’s channels of trade
(e.g., for professional use only, for industrial use
only) or limts purchasers to whomthe goods are sold
(e.g., architects, construction contractors), we mnust
presune that both applicant’s goods (priners, paints,
coatings, finishes, stucco base coat for walls) and

opposer’s goods (folding wall partitions) could be sold

partitions.

21
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t hrough all normal channels of trade and to all the usual
cl asses of purchasers. That is, these goods, as
identified, could be sold to professionals in the

i ndustry as well as the general public through retail
stores. In addition to the unrestricted nature of the
identifications of goods as to trade channels and
purchasers, the evidence actually shows that both
parties’ products are directed to architects and
ultimately to construction contractors. (See e.g., Van
Garven dep., p. 26; applicant’s answers to opposer’s
revised interrogatory Nos. 10, 13 and 16; and exhibits 4
and 5 -- “Sweet’s General Building and Renovati on
Catalog.”) Thus, there is evidence of the sane and/ or
over | appi ng consunmers. In addition, these goods could be
used together in that soneone installing a folding wall
partition could also prime and paint sane.

Further, applicant’s product manager testified that
applicant’s goods are used only on exterior surfaces
because the “interior” surfaces meant by applicant are
only those not heated and not fully enclosed (e.g.,
par ki ng garages). However, we cannot ascribe to the word
“interior” the nmeani ng descri bed by applicant. W take

judicial notice of The Random House Dictionary (Second

22
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Edition 1987) neaning of “interior”!: “9. Arch. a. the

i nside part of a building, considered as a whole fromthe
poi nt of view of artistic design or general effect,
conveni ence, etc. b. a single roomor apartnment so
considered.” Thus, it is clear that applicant’s
identified goods, including the term*®“interior,” would
enconmpass interior rooms and walls.

Even if we assunme, as applicant contends, that the
rel evant purchasers for both parties’ identified goods
woul d be sophisticated purchasers, that does not nean
that they are totally immune from confusion as to the
source of the goods. See W ncharger Corporation v.

Rinco, Inc., 297 F.2d 261, 132 USPQ 289 (CCPA 1962); and
In re Deconbe, 9 USPQ2d 1812 (TTAB 1988).

We find these goods, as identified, (opposer’s
folding wall partitions, and applicant’s prinmers and
paints for interior and exterior surfaces) are rel ated,
and may be sold through the simlar channels of trade to
simlar purchasers. It is not necessary that a
I'i keli hood of confusion be found as to each item i ncluded
within applicant’s identification of goods. See Squirtco

v. Tony Corporation, supra, 216 USPQ

12 Opposer offered another dictionary definition of the term
“interior” inits reply brief (p. 22). Wile we also take
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judicial notice of the definition offered by opposer, we rely on
the definition given above. See TBWMP §712.
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at 939; Tuxedo Monopoly, Inc. v. General MIIls Fun G oup,
648 F.2d 1335, 209 USPQ 986, 988 (CCPA 1981); and Al abanm
Board of Trustees v. BAMA-Werke Curt Baumann, 231 USQP
408, footnote 7 (TTAB 1986).

We turn next to a consideration of the respective
mar ks at issue. Although the parties’ marks are not
i dentical, when considered in their entireties, the
respective marks are simlar in sound, appearance,
connotation and commercial inpression. Both marks,

SONI CWAL and SONOWALL, are three syllable words with
simlar letter formations and the sanme begi nning syll able
and ending syllable. The fact that in opposer’s mark the
| ast syllable is “WAL” whereas in applicant’s mark it is
“WALL” is an extrenmely mnor difference unlikely to be
noticed or renmenmbered by purchasers. O course, when
spoken, these marks are highly simlar.

Mor eover, the slight differences between applicant’s
mar k SONOWALL and opposer’s SONI CWAL mark may not be
recall ed by purchasers seeing the nmarks at separate
times. The proper test in determning |likelihood of
confusion is not on a side-by-side conparison of the
mar ks, but rather nust be on the recollection of the
average purchaser, who normally retains a general rather

than specific inpression of the many tradenarks

25



Qpposition No. 103270

encountered; that is, a purchaser’s fallibility of nmenory
over a period of tinme nust also be kept in mnd. See
Grandpa Pidgeon’s of M ssouri, Inc. v. Borgsmller, 477
F.2d 586, 177 USPQ 573 (CCPA 1973); and Spoons
Restaurants Inc. v. Mdrrision, Inc., 23 USPQ2d 1735 (TTAB
1991), aff’'d unpub’d (Fed. Cir., June 5, 1992).
Potenti al purchasers nmay m stakenly believe that
applicant’s mark used for, anmong other things, paints and
primers is a related version of opposer’s mark used for
folding wall partitions, with both parties’ marks serving
to indicate origin in the same source.

Concerning the connotations of the respective marks,
we take judicial notice of the followi ng definitions from

Webster’s Third New International Dictionary (1993): (i)

“sonic” is defined as “1. having a frequency within the

audi bility range of the human ear....2. utilizing,
produced by, or relating to sound waves...”; and (ii)
“sono” which states “see son-,” with “son-" defined as
“son- or soni- or sono- ... sound.” As applicant argues

(brief, p. 22), in opposer’s mark “sonic” suggests a
reference to sound and possibly a soundproofing quality
of its folding wall partitions. And |likew se, the prefix
“sono” in applicant’s mark al so suggests the sane

reference to sound and/ or perhaps a sound-deadeni ng
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quality in its priners, paints, coatings and finishes.
Both parties’ marks connote a reference to walls.

Thus, when we conpare the parties’ marks in their
entireties we find that they are substantially simlar in
sound, appearance, connotation and comrercial inpression.
See In re Azteca Restaurant Enterprises Inc., 50 USPQ2d
1209 (TTAB 1999). Their contenporaneous use, in
connection with these related identified goods, would be
likely to cause confusion as to the source or sponsorship
of such goods. See Cunni ngham v. Laser Golf Corp., 222
F.3d 1307, 55 USPQ2d 1842 (Fed. Cir. 2000); and In re
Di xi e Restaurants Inc., 105 F.3d 1405, 41 USPQ2d 1531
(Fed. Cir. 1997).

Anot her du Pont factor we consider in this case is
the strength of opposer’s mark.'® Opposer contends that
its mark is “strong” and entitled to a broad scope of
protecti on because its “incontestable” registration for
the mark is thirty-five years old, and there is no
evi dence of any other simlar marks in use on simlar
goods. Applicant contends that incontestability of a
registration for a mark does not establish that the mark

is “strong”; that opposer’s mark is suggestive and not

13 This case does not involve a claimthat opposer’s mark is
“fanmbus” within the neaning of the du Pont case as opposer made
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arbitrary; and that opposer has submtted no evidence to

establish marketplace recognition of its mark SON CWAL.

clear inits reply brief (p. 14) stating that “COpposer does not
seek to rely on the fane of its strong mark.”
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There is no question that this Board and courts
accord to a well-known or strong mark a broader scope of
protection than that which is accorded to a mark which is
not well-known or strong. However, we do not find the
evidence in this record adequate to persuade us of the
wel | - known character of opposer’s SONI CWAL mark. Mere
length of tine that a mark is in use does not by itself
establ i sh consunmer awareness of the mark resulting in a
finding that the mark is strong and entitled to a broad
scope of protection. See General MIls Inc. v. Health
Val | ey Foods, 24 USPQ2d 1270, 1277 (TTAB 1992).

Li kewi se, the fact that a registration has achi eved

i ncontestabl e status does not make a mark “strong.” See
e.g., Oreck Corporation v. U S. Floor Systems, Inc., 803
F.2d 166, 231 USPQ 634, 638 (5th Cir. 1986). Opposer has
not shown any reason why its mark should be afforded nore
t han the normal scope of protection.

Applicant’s argunent that there has been no actual
confusion is unavailing as there is little evidence of
record regardi ng either opposer’s or applicant’s
geographic area of sales (e.g., applicant answered
opposer’s interrogatory No. 6 regarding channels of trade
and manner of distribution with “Applicant’s products are

sold directly to Distributors in targeted geographi cal
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areas”); and there is no evidence of opposer’s sal es.
Hence, it is not clear that there has been opportunity
for confusion in the marketplace. Moreover, the test is
whet her there is a |ikelihood of confusion, not whether
actual confusion has occurred. See Weiss Associates Inc.
v. HRL Associates Inc., 902 F.2d 1546, 14 USPQ2d 1840
(Fed. Cir. 1990).

Appl i cant argued that “the potential for confusion
is nonexistent.” (Brief, p. 36.) W disagree with
applicant’s statenment that the potential is
“nonexi stent”; and we note that applicant’s argument is
unsupported by any evidence specifically relating
thereto. Wiile it is true that the Board (and the
courts) are concerned with nore than nmere theoretical
possi bilities of confusion, nm stake or deception, in this
case we find there is nore than such a nere theoretical
possibility, there is a likelihood of confusion in this
case.

Finally, opposer contends that with regard to
applicant’s intent, applicant adopted its mark al nost
thirty years after opposer’s mark regi stered; and that
despite applicant’s duty to select a mark sufficiently
di stingui shable from opposer’s mark to avoid a |ikelihood

of confusion, it did not do so. Applicant contends that
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there is no evidence and nothing to infer bad intent on
applicant’s part in adopting its mark; and that in fact,
appl i cant was not aware of opposer until beconi ng
involved in this opposition.

There is no evidence that applicant was previously
aware of opposer’s mark SONI CWAL. Even if opposer had
establi shed that applicant was so aware, that could not,
by itself, establish wongful intent. Mere know edge of
another’s mark does not establish bad faith or wongful
intent. See Sweats Fashions Inc. v. Pannill Knitting
Co., 833 F.2d 1560, 4 USPQ2d 1793, 1797-1798 (Fed. Cir.
1987); and El ectronic Water Conditioners, Inc. v.

Tur bomag Corporation, 221 USPQ 162, 165 (TTAB 1984).

Even though there is no evidence of any bad intent on
applicant’s part in adopting the involved mark, and even
if applicant established innocent or good faith intent,

it is unpersuasive of a different result in this case.

As the Court of Appeals for the Federal Circuit stated in
the case of J & J Snack Foods Corp. v. MDonald' s Corp.,
932 F.2d 1460, 18 USPQ2d 1889, 1891 (Fed. Cir. 1991):
“Whet her there is evidence of intent to trade on the
goodwi I | of another is a factor to be considered, but the
absence of such evidence does not avoid a likelihood of

confusion.”
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Based upon consideration of the evidence and
wei ghing all relevant du Pont factors, we find that
because the parties’ marks are simlar; the parties’
goods, as identified, are related; and the trade channels
and purchasers of the respective identified goods are
simlar or overlapping; there is a likelihood that the
pur chasi ng public would be confused when applicant uses
SONOWALL as a mark for its goods.

Deci sion: The opposition is sustained, and

registration to applicant is refused.
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